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INTELLECTUAL PROPERTY


Legislation protects:


Patents (inventions)


Copyright


Circuit Layouts


Plant Breeder’s Rights


Designs


Trade marks


Trade Practices


Common law protection for:


Trade secrets


Business reputation


Who owns your ideas?


It could be:


You/ your employer


The Research Institute


University


Funding body


Industry partner


Are you an employee?  Is there another contract? 

COPYRIGHT

Copyright Act 1968 

(extensivelyamended)

Protects defined subject matter:


Works - 


5.7, 6.4
· literary 


6.14, 6.16

· dramatic 


6.18, 6.19

· musical


6.25

· artistic


6.26ff


Other subject matter - 
5.7, 6.36
· sound recordings
6.39

· films


6.44

· transmissions*

6.37, 6.38, 6.45

· published editions
6.49


* Note changes from March 4 2001

Copyright protection arises if:

· original 


6.10 ff

· in material form
6.4

· published/made in Australia 6.50

· One of the 8 recognised subject matters

What is copyright ? 


the exclusive right to:


reproduce 
8.2

publish 

6.53-6.55

broadcast/transmit electronically 



adapt 

6.33-6.35, 8.13


perform 
8.10


or authorise these things 6.42, 8.16-8

Some restrictions on importing material
8.22, 8.23


Commercial rental rights for sound recordings and computer programs
5.8, 7.23, 8.38


Other things to consider:


Moral rights - rights of attribution and integrity (not broadcasts or sound recordings

Copyright Act, s 35

deals with:

creators

contracts

journalists7.6
commissioned works 

employment

The first rule is - the creator is the owner

7.2

Joint ownership







7.6


Copyright is property





7.8, 7.9

remember moral rights,







5.12ff

Permissible use of copyright for fair dealing  
8.24

compulsory licences





7.18-7.24, Ch 22

WHAT IS AN INVENTION?

Patents Act 1990


An invention is a “manner of new manufacture”



11.3, 12.2-12.7
Statute of Monopolies 1624 - James 1


*
A product or a process 

 
*
Some industrial or trading   character

does not include:


*
Discoveries


*
Theories


*
Information alone

*
Naturally occurring substances * * *
“Generallie inconvenient” / contrary to law 

FACTORS DETERMINING 

PATENTABILITY


Patents Act 1990  section 18 requires:


* 
Novelty




12.13ff

*  
Inventive step


12.21ff

*  
Useful




12.25

*  
Not used commercially
12.29


*  
Not a human, or method of producing human beings
12.11

also:


Documents must fully reveal the invention
12.26-12.28

TYPES OF PATENTS


standard patents 



petty patents


11.8, 11.24, 11.28

innovation patents
1.15, 11.8


DESIGNS

Designs Act 1906 (Cth)        Ch 10
New Designs Act may be introduced to come into force 1998, based on Australian Law Reform Commission Final Report - Designs - 1995

Elements of Protection 


*
Protects the shape of manufactured “articles”



10.12- 10.17

*
Protects the visual features of “products” (ALRC) 10.2

*
Does not allow a monopoly over production of items
10.15

*
Functional aspects can be protected



10.3, 8.8

* 
Does NOT protect “the way things work”



10.15, see also 1.15

*
Circuit layouts excluded from design protection 10.13

*
“new or original” designs can be registered




10.18, 10.19

* 
Design rights should not be allowed to lessen competition (ALRC) 8.9, 10.28

*
Protection lasts 16 years (15, ALRC) 10.8
overlap with copyright:


* Registered designs lose copyright protection



10.26

*
Unregistered designs lose copyright if mass produced
10.27

*
“Flat designs” have copyright, not design protection 10.27, 10.28

Business Reputation

Ch 16 - 18
Protected by Trade Practices Act, s 52

Fair Trading Act 1987 (NSW)

and

Passing Off Action


Section 52:

16.31-16.41

A corporation shall not...engage in conduct that is misleading or deceptive, or likely to mislead or deceive.


Passing Off:

16.5-16.30



Prevents traders from misleading customers of other traders, or misappropriating another’s effort.


Need to establish:


*
reputation/goodwill to be protected   



16.5, 16.6-16.9


*
deceptive conduct by the defendant



16.10- 16.14


*
likelihood of harm to the plaintiff



16.15-16.18

Prohibited Deceptive Conduct

Using another’s product or business name


Adopting another’s advertising theme


Using another’s packaging/labelling


“Image filching”


Suggesting a business/sponsorship connection


Misrepresenting quality of goods


Misrepresenting composition of goods


Adopting a false “descriptive” name/logo


Using a geographic name deceptively


Copying a product*


note the Sydney 2000 Games (Indicia and 
Images) Act 1994 (Cth)
19.36


TRADE  MARKS

Trade Marks Act 1995 (Cth)
19.2ff
(commenced January 1, 1996)


A trade mark is:
19.4, 19.8- 19.11

A sign, used or intended to be used to distinguish 
goods/services from those of other traders.


A sign may be a:


19.4

letter, word, name, signature, numeral, device, brand, heading, label, packaging, shape, colour, sound, scent.


The mark or sign must be:


used or intended to be used 19.8-19.9

distinctive




19.21ff

known in Australia

17.11-17.16

Distinctive Marks


A mark other traders would not want to use in the usual course of trade.


Names “written in a special or particular manner”


19.24

signatures


19.25

invented words/symbols/logos


19.26

Restrictions On Trade Mark 
Registration


surnames (if a usual name in Australia)


19.27


geographic names, symbols


19.27, 19.30, 19.31


descriptive names/symbols


19.27, 19.28, 19.29


similar to an existing mark/deceptive


19.37


otherwise illegal/scandalous/plant names


19.36, 19.46

Breach of Confidence

           When is valuable information protected?

1.
Something confidential to protect 



   3.2,3.9, 3.10, 4.6. 4.7

“trade secrets”


business information

ideas for... books, shows, marketing schemes


secret formulae


customer lists


personal information


2.
Imparted in confidence



4.3, 4.4, 4.9-4.11, 4.33

at work


board meetings


negotiations leading to a joint venture


sent in a letter 


information used to assess a product


3.
Use likely to harm other party



  4.12, 4.13

embarrassment


loss of market


competitor gets a “headstart”

MANAGEMENT OF IP

Risks:

1. Loss of Rights

· Identify types of IP

· Manage portfolio properly (beware of publication, conference presentation, confidentiality, keep records/lab notebooks)

· Get advice – speak to Unisearch

· File applications in timely manner (Patents, Designs) 

· Choose names/trade marks with care

· Think about the wider environment – competition law, licensing practices, U21 issues, technological changes (making infringement easier)

2. Selling/licensing something you don’t own

· Secure rights (see point 1 above)

· Have proper contractual arrangements with academics, students, joint venturers

· Know and apply University IP Policy

3. Infringing other people’s rights

· Understand the exclusive rights given to IP owners

· Be aware of developments in the area (Patent searches)

· Understand decompilation provisions of Copyright Act

· Have proper contracts in place with students, academics,etc.

( NB Product Liability, a separate insurance issue)
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